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Remarks 

The. Office Action dated May 23, 2008 has been reGeived and reviewed. Claims 1 to 
15 are peftdiiig in the application. Cl^ms 1, 4, 6-8, 10, and 12^1 5 are cwtxently amended, 
Recansidecation of the application is respectfully requested. 



(Claim Qbiec^tts 

Claims 4- 15 are objected to und^ 35 CFR 1 .75(c) as being in itnpropa- form became 
a muMule dependent claim may not serve as a basis for any other multiple dependent claim. 
Claims 4, 6-8, 10, and 12-15 have been amended to eliminate multiple dei^dent claims that 
serve as a basis of other multiple dependent claims. Applicant believes that the claim 
dependencies are now in proper form and requests withdrawal of the objection under 35 CFR 
1.75(c). 



Rejections ander 35 USC 102 

Claims 1-3 are rejected under 35 USC 102(b) as being anticipated by Zolopa et al. 
(Ann Mem Med 1999; 131:813-821). Applicant has amended claim 1 to inelude the feature 
wherein determinina the effect of one or more antimicrobials) comT>rises adding an 
antimicrobial at a pre-determined eonceaitration to a sa m ple, incubating the sample in the 
presence of the antimicrobial for a pre-deteaantne d time period under conditions that allow 
some growth of the micfO-orgMlisni. and assessing the nuniber of microorganisms in the 
sample at the end of the pre-determined time period. Support for the ammdment "adding 
an antimicrobial at a pre-detettnined eoncenteation to a sample, incubating the sample in 
the presenee of tlie antimierobial for a pre-determined time period, and assessing the 
number of microorganisms in the sample at the end of the pre-determined time period" can 
be found on page 4, lines 30-34 of the specification. Support for the amendment "under 
cohditioiis that allow some ^owth of tlie miero-organism" can be found on page 1 0, line 
37. 

Applicartt'sspecifieaUon clearly delinea clinical samples, that 

samples include "Spedmens taken from patients" (emphasis added). Therefore, incubating a 
micro-organism from the sample in thepresence of the antiimcrobial for a pre-determined 
time period under conditions that allow some growth of the micro-orgmiism necessarily 
would occur outside a patient. Zolopa discteses treating a patient infected wilii HIV- 1 with 
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an antiretroviral drug. Thus, the exposure of the virus to the antiviral drag under conditions 
ttiat allow for the g^'owth of the virus only occurs in the patient. There is no teaching or 
suggeslion in Zolopa et al of incubating a micro-organism outside a patient in the presence of 
the antimicrobial for a pre-deteniamed tirae period under conditions that allow some 
p-owth of the miero-orgmiistii, hi view of the amendment to claim 1 , the rejection of clainots 
1-3 as being anti cipa*ed by Zolopa et al is moot 

Claims 1-3 are rejected mAm 35 USC 102(b) as being anticipated by K^n et al. {Am. 
J Trop. Med. Hyg. 49:478-^484, 1993). Applicant has amended elaim 1 to include the ffe^ure 
wherein determining the effect of one or more antimicrobial(s) c omprises adding an 
antimicrobial at a nre-determined cQncentration to a sample. incubMing the sample injl^ 
presence of the antimicrobial for a nre-determined time period under conditions that allow. 
some growth of the micro-orgamsm. and assess rni^ the nrimber of microori^anisms in the 
sample at the end of the nre-detemiined time period . Kain et al teaches drying the sam|)les 
Oil &m paper. Thfre is no teaching or suggestion in Kain et al of incubating the sample in 
the preseruse of an antirnicrctoial for a pre^det^rmined time period under conditions that 
allow some growth of the micro^orgamsim. M view of the amendment to claim 1> the 
rejection of claims 1-3 as being antic^ated by Kirin et al is moot. 

Claims 1-3 are rejected imder 33 USC 102(b) as being anticipated by Troes^^ 
(Journal of Clinical Microbiology, Jan. 1999, p. 49-55), Applicant has amended claim 1 to 
include the feature wherein determining the effect of one or more ati tixnicrdbiaiCs) 
comtJiises adding an antimicrobial at a pre -determined concentration to a sample, 
incubating the sample in the presence of the antimicrobial for a pre-deter mined time period 
under conditions that allow some growth of the micro-or ganism, a nd asse ssing the nmnber 
of micro-or ganisms in the gsampi^at the end of th e pre~determined time period . Troesch et 
al teaches testing for rffampin resistau^ by a proportional method involving the growth of 
each isolate in antMotic-contdmng medium a>tnpstred with the growth of the isolate on the 
dfug-feee meditim. Troegch et al further teaches that, after testing for rifampin i^^^ the 
ftesh colonies of the ofganimns are grown, the total nucleic acid is released from the freshly- 
grown bacteria, and specific antibiotic gene markers are identified in the total tmcleic a^jid by 
PCR and hybridization. There is no teaching; or suggestion in Troesch et al of determitiing 
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the effect of one or rrxore^ aiitimicrobial(s) by a process including adding an antimiGrobial at 
a pffe-deterrnined concentration to a sample^ incubating the sample in the presence of the 
atitxmicrohiai for a pre'-deteriiiined tkne period under conditions that allo^ sotne growth of 
the micm-drganism, and assej^siiig the tiiOTiher of micro-organisms in the sample at the end 
of the pre^determined time period^ wherein said assessing the number of tnicfo^organisms 
in the sample i s perfbrinfted by ^aly^ing the micro-organi sm's nucleic acid. In view of the 
amendment to eldm 1 , the r^€C*ion of claims 1 -3 as being anticipated by Troesch et al is 
moot. 

Claims 1-3 are rejected under 35 USC 102(b) as being anticipated by Eustad et al. 
(Microbiology 148:1061-1072, 2002). Applicant has amended claim 1 to include the feature 
wherein determining the effect of one or more antimicrobial (s) Gomnrises adding an 
antimicrobial at a ^re-determined concentration to a sample, incubating the sample in the 
presence of the antimicrobial for a pte-determined time n eriod under conditions tha t allow 
^ome growth of the mLicroKyrganism, and assessinE the number of microorganisms itx the 
samt>le at the end of the pre-deteftniiied time period . Ru^adetal teaches antibiotic 
(ftoCCma2:ole) susceptibility testing using a standard broUi diludon protocol . T\m Rustad ct al 
docmnent is sil^ o^t whedier the ardMotic sajsocgJtibiiity testing includes analj^int t^e 
nxicroorganisms' nucieie add. Rustad et al farther tea^ehes that, to prepare the single-colony 
inocuia for DNA and CHEF block preparation, the orgasms are growi in YEPD tnedt^Hti 
(which is not disclosed to contain an antimicrobial). Tliere is no teadiing or suggestion in 
Rustad et al of determining the effect of one or more aiitiwicrobial(s) by a process 
including adding an antimicrobial at a pre-determined concentration to a sample, 
incubating the sample in the presence of the antimicrobial for a pre-determined time period 
under conditions that allow some growth of the micro -organism, and assessing the number 
of micro-org^isms in th<^ sample at the end of the pre-determined time period, wherein 
said assessing the imihb^ir of micro-organisnris in the sample is performed by analyzing the 
micro-organism*s niicleic acid. In view of the mi^Ktoent to claim !>, the rejection of claiim 
1 -3 as being miticipated by Rustad et al is moot. 

in sufnmaiy, the amendment to claim l has rendered moot the rejections of claims 1-3 

under 35 CFR 1 02(b) being anticipated by Zolopa 0t al, Kain et ai, Troesch et and 
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Rxistad et al . Applicant requests wifedrawal of the rejeetioris ^wi reconsideration of the 
applic^ioii. 

All o^rt^todiiig objections and rejections are believed to have been met aiid 
ovmiome. If a telephonic conference with Applicants- undersigned representative would 
be useful in advancing the prosecution of the present appli catioti. the Examiner b invited 
to contact the undersized at (&5i) 736-7430, A notice of allowtoce Ibr all pending claims 
is respeetfelly solieited. 



Respectfully siibrnitted, 



Michael G. Williams 
Registratioii Mo, 61 ,990 
Ageiit fat Applicant 



MCjW:Jlh#5 18355 Atiiendment to OA dated 5-23-08 

Office of Intellectual Property Counsel 

3M Innovative Properties Cornpany 

P.O. Box 33427 

St. Paul, Mirinesota 55133-3427 

(651) 736-7430 

Facsimile: (651) 736-3833 

Dated: t/^:. f t>br/ O a O t< 
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